REMARKS 

The Office Action has rejected Claim 15 under 35 U.S.C. § 1 12, second 
paragraph, as defining subject matter which allegedly fails to particularly point out and distinctly 
claim the subject matter which applicants regard as the invention. In addition, Claims 2-14, 27 
and 28 are rejected under 35 U.S.C. § 102(a) for defining subject matter which is allegedly 
anticipated by an article by Dreef-Tromp et al. in Biorganic & Medical Chemistry Letters, 1997 , 
7, 1 1 15-1 180 (1997) ("the article"). The Office Action objected to Claims 16-19 but has 
indicated that the subject matter therein would be allowable if rewritten in independent form. 

Applicants have amended Claim 15 and are submitting a certified translation of 
the priority document, which when considered with the comments hereinbelow, are deemed to 
place the present case in condition for allowance. Favorable action is respectfully requested. 

At the outset, before addressing the substantive issues, it is to be noted that Claim 
15 has been amended by incorporating therein the subject matter recited on Page 4, Lines 4-19 of 
the instant specification. 

No new matter has been added to the application. 

Pursuant to the rejection of Claim 15 under 35 U.S.C. § 1 12, second paragraph the 
Office Action alleges that "claim recites a chemical structure (I) containing variable m, n, p and 
R1-R17. However, the claims does not define these variables thereby rendering Claim 15 
indefinite". 

As amended, the claim recites the definition of the aforementioned variables. 
Thus, this rejection is overcome; withdrawal thereof is respectfully requested. 

Pursuant to the rejection of Claims 2-24, 27 and 28 under 35 U.S.C. § 102(a), the 
Office Action cites the article. 
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The article was published in 1997. However, the present application is claiming 



priority under 35 U.S.C. § 1 19 of French application FR 96-07457 which was filed on June 14, 
1996 (hereinafter referred to as the "priority document"). 

Applicants are submitting herewith a certified English translation of the priority 
document. A review of the translation of the priority document clearly shows that the claimed 
subject matter is fully supported by the disclosure in the priority document. 

For the convenience of the USPTO the following table was prepared to show 
where there is support for the rejected subject matter in the priority document. All references 
will refer to the pages in the certified English translation of the priority document. 



Claim # 

2 


Page 6, Line 9 to Page 9, Line 1 1 


3 


Page 19, Lines 26-27; 




Original Claim 3 


4 


Original Claim 4 


5 


Original Claim 5 


6 


Page 10, Lines 10-12 


7 


Page 10, Lines 12-16 


8 


Page 10, Lines 17-20 


9 


Page 10, Line 20 to Page 11, Line 2 


10 


Page 11, Lines 7-12 


11 


Page 11, Lines 13-19 


12 


Page 11, Line 21 to Page 12, Line 5 


13 


Page 12, Lines 6-9 


14 


Page 12, Line 12 to Page 14, Line 3; 




Page 43, Line 15 to Page 49, Line 10; 




Original Claim 14 


27 


Page 19, Lines 26-27; 




Original Claim 3 


28 


Page 19, Lines 26-27; 




Original Claim 3 



Case law has held that a claim is entitled to the benefit of an earlier filed 
application if the earlier filed application supports the claims in the manner required by 
35 U.S.C. § 1 12, first paragraph. Vas Cath Inc v Mahurkar. 935 F2d 1555, 19 USPQ 2d 1 1 1 1 
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(Fed Cir 1991) 35 U.S.C. § 1 12, first paragraph, requires that the priority application describe 
and enable the invention claimed. In re Gostelli. 872 F2d 1008, 1012, 10 USPQ 2d 1614, 1618 
(Fed Cir 1989). The test for sufficiency of support in a parent application is whether the 
disclosure of the application relied upon reasonably conveys to one of ordinary skill in the art 
that the inventor had possession at the time of the filing thereof of the later claimed subject 
matter Ralston Purina Co. v Far-Mar Co. Inc. 772 F2d 1570, 1575, 227 USPQ 177, 179 (Fed Cir 
1985). 

As shown by the table hereinabove, the subject matter in the rejected claims is 
described in the priority application. In addition, the priority document enables the subject 
matter in the rejected claims. It describes in great detail the process for preparing the claimed 
subject matter (See Page 14, Line 4 to Page 20, Line 32 of the priority application) and how to 
use it (See Page 21 Line 1 to Page 26, Line 8 of the priority application). Thus, the present 
application is entitled to claim priority of the priority application. 

Since the priority application is in compliance with the requirements of 35 U.S.C. 
§ 1 19 and § 1 12, first paragraph and since the priority application was filed in France prior to the 
publication date of the article, the priority document antedates the article. Thus, the article is not 
a reference against the present application. Accordingly, this rejection is obviated. Withdrawal 
thereof is respectfully requested. 
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Thus, in view of the Amendment to the Claims, the certified English translation of 



the priority document and the Remarks hereinabove, it is respectfully submitted that the present 
application is in condition for allowance, which action is earnestly solicited. 



SCULLY, SCOTT, MURPHY & PRESSER, P.C. 
400 Garden City Plaza, Suite 300 
Garden City, New York 1 1530 
516-742-4343 -Telephone 
516-742-4366 -Fax 

MJC/ech 

Ends (Verification of translation and English translation of FR 96-07457 filed June 14, 1996) 



Mark J. Cohfeh 
Registration No. 32,211 
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